II. Rejection Under 35 U.S.C, §1G2 

Claims 1, 2 and 5 stand rejected as anticipated by JP 634014. The 
Examiner asserts that the thickener of JP '014 swells in an alkaline medium. 

Applicants respectfully direct the Examiner's attention to JP '014, at page 
5, paragraph 8, wherein the thickeners are described as "carboxylated acrylic type, 
styrene/acrylic type, or butadiene type." Ink compositions containing the thickeners 
of JP '014 require the presence of an alkali agent, as stated at page 4, paragraph 7 
of JP '014. Further, JP '014 states at page 4, lines 9-12 that the alkali agent should 
be present in an amount sufficient to produce a composition with a pH of 8 or higher. 

In contrast, the claims require a "thickener which is associative and 
swells in an alkaline medium." 

Applicants assert that the claimed thickener is different than the 
thickeners described in JP '014, and respond below to each of points (a) to (c) raised 
by the Examiner in paragraph 8 of the February 20, 2001 office action. 

Applicants dispute the Examiner's statements in points (a) and (b) that 

the specification does not distinguish Primal RM-5 from the claimed thickeners. The 

Examiner states that the specification: 

. . . does not state that RM-5 is not associative, rather it 
states that RM-5 has little associative property. The 
present claims only require that the thickener is associative, 
regardless of the degree to which it associates. 

Applicants submit that the remainder of the paragraph at page 1 0, lines 
4-8 makes clear that the RM-5 thickener is not contemplated to be a thickener used 



in the invention. The specification states 'that RM-4 and RM-S "do not have the 
thickening actions described above." The text which is directly "above" the 
paragraph referenced by the Exanniner , from page 9, line 1 2 to page 1 0, line 3, clearly 
describes the thickeners of the invention. The text begins, at page 9, line 12, as 
describing "[t]he alkali swelling associative thickener used in the present invention . 
. . " (Emphasis added). At page 9, lines 1 9-24, the specification recites specific resins 
which are examples of the thickeners.^ The remaining text, at page 10, lines 4-8, 
distinguishes the thickeners RM-4 and RI\/l-5 from the thickeners described above, and 
thus by definition the "thickeners of the invention." 

In point (c), the Examiner refuses to consider the comparative data of 
comparative Example 4 on the grounds that "there is not proper side-by-side 
comparison of inks prepared using thickeners of the present invention versus inks 
prepared using Primal RM-5." In response, attached is a Declaration Under 37 C.F.R. 
§1.132 of inventor Masaru Miyamoto, which describes preparation of an ink 
composition according to the procedure used in the Examples in the specification, at 
pages 15-24. The thickener used was a 10% aqueous solution of Primal RM-5^, 
which is distinguished in the specification of this application, at page 10, lines 4-8, 
from the claimed thickeners. 

^ The recited resins include Primal TT-935 and Primal TT-615, which are 
included in the Example ink compositions of the invention. 

^ The Examiner is respectfully advised that Primal RM-5 and Acrysol RM-5 
are the same product, manufactured by Rohm & Haas. Primal is the trade name in 
Japan for Acrysol. 
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The Examiner is reminded that-Primal RM-5 is described in JP '014 (see 
page 5, line 15). The amount of Primal RM-5 used in JP '014 is identical to the 
amount in Examples 2, 4 and 8 of the specification. 

The Declaration demonstrates that compositions containing Primal RM-5 
have a reduction in viscosity, and inferior ink-seeping, resistance and writing 
properties, in comparison to the Examples from the specification, using the claimed 
associative thickener. 

In point (c), the Examiner also states that "the inventive examples 1-8 
which use 3, 4, 6 and 8% thickener are not reasonably commensurate in scope with 
the scope of the present claims especially, claim 5, which requires 0.1-2% thickener." 

In response, the Examiner is respectfully advised that the Examples use 
a 10% aqueous solution of the thickener, and therefore the weight percent of 
thickener in the examples is commensurate with the scope of the claims. 

Thus, the claimed "thickener which is associative and swells in an alkaline 
medium" is different than the carboxylated acrylic type, styrene/acrylic type, or 
butadiene type thickeners described in JP '014. As a result, JP '014 does not 
anticipate the claimed invention. 

Jn view of the arguments made, it is respectfully submitted that claims 
1, 2 and 5 are not anticipated by JP '014, and it is respectfully requested that the 
rejection be withdrawn. 



III. Rejection Under 35 U.S.C. §1Q3 

Claims 1 ,2 and 5 are rejected as obvious over Okumura etaL (U.S. Patent 
No. 5,580,374) either alone or in view of Doolan et al. (U.S. Patent 5,425,806) and 
Shay etaL ( U.S. Patent No. 5,478,602). 

Claims 3 and 4 are rejected as obvious over Okumura et a/, either alone 
or in view of Doolan et aL and Shay et aL as applied to claim 1 and 2 and further in 
view of either Kobayashi et aL ( U.S. Patent No. 4,822,41 7) or JP541 38732. Claims 
3 and 4 also continue to be rejected as obvious over JP 6346014 in view of either 
Kobayashi et al. or JP 541 38732. 

The Examiner has previously asserted (in the Office Action mailed June 
2, 2000) that Okumura describes thickeners which are polymers containing carboxyl 
groups and hydrophobic groups. It is believed that the Examiner is relying on 
polycarboxylic acid thickeners such as acrylic resin, poyacrylic resin, polymethacrylic 
resin, vinyl acetate and crotonic acid (see col. 6, 1. 20-28, of Okumura), The Examiner 
is respectfully advised that typical polycarboxylic acid thickeners are alkali 
neutralization type thickeners whose viscosity is reduced in an alkali medium. 
Enclosed at Exhibit A as evidence of the surprising differences between the claimed 
thickeners and the polycarboxylic acid thickeners of the Okumura is an excerpt from 
a brochure for Primal TT-61 5 (or Acrysol TT-61 5), which is an thickener of the type 
claimed (Primal TT-61 5 is recited in the specification of this application at page 9, line 
23, and is used in Examples 3-7 of the invention). The brochure demonstrates the 
improved viscosity profile in the claimed thickener Primal TT-61 5, in comparison to 
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typical polycarboxylic acid thickeners. Primal TT-615 demonstrates a continued 
increase in viscosity over the pH range 7.5 to 12.0, whereas the polycarboxylic acid 
thickeners do not demonstrate an increase in viscosity in the pH ranges of 7.5 to 1 2.0. 
Thus, the claimed thickeners do not lose efficiency with increasing pH. 

The Examiner's attention is also directed to the Declaration of Miyamoto, which 
demonstrates the unexpected favorable results of the claimed thickeners in comparison 
to typical polycarboxylic acid thickeners such as Primal RM-5. 

In view of the above, since Okumura only describes polycarboxylic acid 
thickeners and does not describe or suggest a "thickener which is associative and 
swells in an alkaline medium," claims 1-5 are not obvious over the combination of 
Okumura and the secondary references. 

In addition, the Examiner relies on Kobayashi for teaching the use of 
pigments surface treated with resins. Kobayashi describes oil soluble ink 
compositions, containing oil soluble dyes and pigments. Kobayashi does not describe 
or suggest the use of pigments surface treated with resins in aqueous compositions. 

In view of the arguments made, it is believed that the above referenced 
anticipation and obviousness rejections have been overcome. It is respectfully 
requested that the rejections be withdrawn. 



IV. Conclusion 

In view of the foregoing, it is believed that claims 1-5 are neither 
anticipated by nor obvious over the art of record. Claims 1-5 are believed to be in 
condition for allowance. 

Favorable action is earnestly solicited. 

Respectfully submitted. 



Jclin C. Tadaro 



Rfeg. No. 36,036 
Attorney For Applicant(s) 

DARBY & DARBY P.C. 
805 Third Avenue 
New York, NY 10022 
(212) 527-7700 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
IN RE APPLICATION OF: : 

Masaru MIYAMOTO : GROUP ART UNIT: 1714 

SERIAL NO.: 09/297,399 : EXAMINER: SHOSHO, C. 

FILED: April 29, 1999 

For: WATER BASED INK COMPOSITION FOR BALLPOINT PEN 

Honorable Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

DECLARATION UNDER 37 C.F.R. § 1.132 

SIR: 

Now comes Masaru MIYAMOTO, who deposes and states that: 

1 , I am the inventor of the subject matters described and 
claimed in the above -identified application. 

2 . I am a graduate of the Department of Industrial Chemistry 
of Kogakuin University in March 1980. 

3 . I have been employed by Mitsubishi Pencil Kabushiki Kaisha 
since September, 1985 and have been conducting research and 
development in the field of ink. 

4 , I am f amiliar with the prosecution of the present application, 
particularly the Official Action mailed February 20, 2001 in which 
the Examiner rejected the claims in the above-identified 
application under 35 U.S.C . 102(b) and 103(a) by and over references 
of the prior art . 
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In order to evidence that thickeners used for the present 
invention produce the excellent effects compared with a thickener 
that is not associative in an alkali medium, I submit the experiment 
data as an additional comparative example. 

(1) Preparation of ink composition 

An ink composition was prepared in the same manner as Examples 
in the specification at the recipe shown in the following table, 

(2) Thickening of ink composition 

A 10 % aqueous solution of Primal RM-5 (manufactured by Rohm 
& Haas Co. Ltd.) was prepared, and 6.0 parts by weight thereof 
was added to the ink composition prepared at the ink-preparing 
step and sufficiently blended by means of a stirrer until 
homogeneous solution was obtained. Finally, coarse particles 
were removed once again by filtering, whereby a water based ink 
composition for a ballpoint pen was obtained. 

(3) The same tests as in the Examples in the specification were 
carried out by using the above thickened ink composition. 

The results are shown in the following table as comparative 
Example 5 . 

(4) The amount used of 6.0 parts by weight is equal to the amount 
of the associative thickener used in Examples 2, 4 and 8 in the 
specification . 

As apparent from the Table, the ink composition containing 
6.0 parts by weight of Primal RM-5 has a small viscosity of 58 
mPa*S and changes in the pigment particles over an extended period 
of time, which are different from the ink composition prepared 
in Examples. Further, the ink composition of comparative Example 
5 is inferior in ink- seeping resistance and writing property. 
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Table 





Comparative 
Example 




Comparative 
Example 


5 


5 


Dispersion step 




Ink-preparinq step 




Carbon black 


8.0 


Phosphoric acid ester 


0.5 


Naphthol red 




Aminomethylpropanol 


0.1 


Styrene-maleic 


6.0 


Propylene glycol 


15.0 


acid 30 % aqueous 




Water 


28.0 


solution 




Rus t prevent ive and 


0.4 


Aminomethylpropanl 


0.2 


fugicide 




Propylene glycol 


5.0 






Water 


30,8 









Compar at ive 
Example 


5 


Thickeninq 




Primal RM-5 *1 


6.0 


Test items 




Pigment initial particle 


108 


diameter ( /Xm) 




Pigment particle diameter 


215 


after 6 month ( ^m) 




Viscosity of ink (mPa- s) 


58 


Ink- seeping resistance 


X 


Writing property 


A 



*1 ) Primal RM- 5 was diluted with water to ad just a polymer component 
to 10% 
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5. I declare further that all statements made herein of my 
own knowledge are true and that all statements made on information 
and belief are believed to be true ; and further that these statements 
were made with the knowledge that willful false statements and 
the like so made are punishable by fine or imprisonment, or both, 
under Section 1001 of Title 18 of the United States Code and that 
such willful false statements may jeopardize the validity of this 
application or any patent issued thereon. 



August 9, 2001 



Date 




